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TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE PATENTING 
REJECTION OVER A PENDING "REFERENCE" APPLICATION 



Docket Number (Optional) 
5074A-000032/REA 



In re Application of: Martin ell t et al. 

Application No. 09/231.854 

Filed: 1/14/1999 
1 For: Method and System for Navigating a Catheter Probe 

The owner*. Sure leal Navigation Technologies. Inc. of 100 percent interest In the Instant application hereby disclaims, except as 
provided below, the terminal part of the statutory term of any patent granted on the Instant application which would extend 
beyond the expiration date of the full statutory term of any patent granted on pending reference Application Number 09/494,21?, 
filed on 01-24-2000. as such term is defined in 35 U.S.C. 154 and 173, and as the term of any patent granted on said re faro nee 
application may be shortened by any terminal disclaimer filed prior to the grant of any patent on the pending reference 
application. The owner hereby agrees that any patent so granted on the instant application shall be enforceable only for and 
during such period that II and any patent granted on the reference application are commonly owned. This agreement runs with 
any patent granted on the Instant application and is binding upon the grantee, its successors or assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on the instant application 
that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 1 54 and 173 of any patent granted on 
said reference application, "as the term of any patent granted on said reference application may be shortened by any terminal 
disclaimer filed prior to the grant of any patent on the pending reference application." In the event that any such patent: granted 
on the pending reference application: expires for failure to pay a maintenance fee, is held unenforceable. Is found invalid by a 
court of competent jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321. has all claims 
canceled by a reexamination certificate, is reissued, or is in any manner terminated prior to the expiration of Its full statutory term 
as shortened by any terminal disclaimer filed prior to Its grant 

Check either box 1 or 2 below, if appropriate. 

1.13 For submissions on behalf of a business/organization (e.g., corporation, partnership, university, government 
agency, etc.), the undersigned is empowered to act on behalf of the business/organization . 

i hereby declare that all statements made herein of my own knowledge are true and that all statements made on 
information and belief are believed to be true; and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize the validity of the application or any patent issued thereon. 



2. CD / The undersigned is an attorney of record. Reg. No. 



Signature 



Date 



Mark W. Hunter. Group Director Business Development 
Typed or printed name 



Telephone Number 

Terminal disclaimer fee under 37 CFR 1 .20(d) Is Included. 

WARNING: Information on this form may become public. Credit card Information should not 
be included on this form. Provide credit card information and authorization on PTO-203B. 

•Statement under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignee (owner). 
Form PTO/SB/96 may be used for making this certification. See MPEP § 324. 



This collection of informallon is required by 37 CFR 1.321. The information is required to obtain or retain a benefit by Itw public which is to file (and by 
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to takel 2 
minutes to complete, including gathering, preparing, and submitting the completed application farm to the USPTO. Time will vary depending upon the 
individual case. Any comments on the amount or time you require to complete this form and/or suggestions for reducing this burden should be sent to 
the Chief Information Officer. U.S. Patent and Trademark Office, U.S. Department of Commerce. P.O. Box 1450. Alexandria. VA 2231 3-1 450, . DO 
NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commi»«ioner for Patents, P.O. Box 1450, Alexandria. VAZ2313- 
1450. 

If you need assistance In completing the form, call 1 -60O-PTO-91 99 and select option 2. 
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PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Application No.: 
Fifing Date: 
Applicant: 
Group Art Unit: 
Examiner: 
Title: 



09/231,854 
1/14/1999 
Martinelli et al. 
3737 

Shawna J. Shaw 

METHOD AND SYS FROM NAVIGATING A 
CATHETER PROBE 



Attorney Docket: 5074A-000032/REA 



Director of the United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 



STATEMENT UNDER 37 CFR 3.73(b) AND POWER OF ATTORNEY 

Under 37 C.F.R. § 3.73(b), the undersigned hereby states that the below-named 
Assignee is an assignee in the above-identified Application: 

Assignee: Surgical Navigation Technologies, Inc. 
826 Coal Creek Circle 
Coal Creek Corporate Center One 
Louisville, CO 80027 

The documentary evidence of a chain of title from the original owner to the Assignee is 
provided in the Assignment Document(s): 



□ 



filed herewith, 

previously filed, 

Reel No. , Frame No. 



POWER OF ATTORNEY 

^ I hereby appoint each practitioner at Customer No. 27572 of Harness, Dickey & Pierce, 
P.L.C., my attorney with full power of substitution and revocation, to prosecute this application 
and to transact all business in the Patent and Trademark Office connected therewith. 

CORRESPONDENCE ADDRESS 

I request the Patent and Trademark Office to direct all correspondence and telephone 
calls relative to this application to Customer No. 27572. Harness, Dickey & Pierce, PLC, P. O. 
Box 828, Bloomfield Hills, Michigan 48303 (248) 641-1600. 

The undersigned, whose title is supplied below, is empowered to sign this certificate on 
behalf of the assignee. 



RESPECTFULLY SUBMITTED 





Name: Mark W, Hunter 
Title: Group Director Business Development 
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ASSIGNMENT ^ 

This agreement is made and entered into as of the day o^M. ^r-^^. 20($- 

("Effective Date"), by and between Michael A. Martinelli, Ph.D., an individual, located at 58 
Wedgemere Avenue, Winchester, MA 01890, Winchester Development Associates, a sole 
proprietorship located at 58 Wedgemere Avenue, Winchester, MA 01890, and Enterprise Medical 
Technology, a Massachusetts corporation having offices at 20 Acorn Park, Cambridge, MA 02140- 
2390 (hereinafter "Assignors"), and Surgical Navigation Technologies, Inc., a Colorado corporation 
having a principal office at 826 Coal Creek Circle, Coal Creek Corporate Center One, Louisville, CO 
80027 (hereinafter "Assignee"). 

BACKGROUND 

Assignors collectively own all right, tide, and interest in and to all patents and patent 
applications identified in Schedule A, the inventions disclosed and claimed therein, and all patent 
applications that rely on any of the patents and/or patent applications for priority (hereinafter 
"Patents"). 

Assignors collectively are the owner of certain unpublished research and development 
information, unpatented inventions, know-how, trade secrets, and technical data relating to the 
design and development of electromagnetic position tracking systems (hereinafter '^Proprietary 
Information'*), a list identifying the Proprietary Information is attached as Schedule B. 

Assignee desires to acquire, and Assignors are willing to assign to Assignee, all of Assignors' 
right, tide, and interest in and to the Proprietary Information, the Patents, and any inventions 
disclosed and/or claimed in the Patents and any improvements therein, all of which will be 
hereinafter collectively referred to as "Intellectual Property". 

GRANT 



NOW, THEREFORE, for valuable consideration, the receipt and sufficiency of which is 
hereby knowledge, Assignors hereby transfer, grant, convey, assign, and relinquish exclusively to 
Assignee, its successors and assigns, all of Assignors' right, tide, and interest in and to the Intellectual 
Property including the Proprietary Information, as well as the Patents, the inventions claimed in the 
Patents and any patent applications in any country directed to the inventions claimed therein, all 
continuations, continuation-in-part applications, divisionals, reissues, reexaminations, renewals and 
extensions thereof, and all rights to claim priority on the basis of the Patents or the patent 
applications, and all accrued causes of action for damages for infringement thereof. 

In furtherance of this Agreement, Assignors hereby acknowledge that, from the Effective 
Date forward, Assignee has succeeded to all of Assignors' right, title, and standing to receive all 
rights and benefits pertaining to the Intellectual Property, institute and prosecute all suits and 
proceedings, and take all actions that Assignee, in its sole discretion, may deem necessary or proper 
to collect, assert, or enforce any claim, right, or title of any kind under any and all of the Intellectual 
Property, whether arising before or after the Effective Date, defend and compromise any and all 
such actions, suits, or proceedings relating to such transferred and assigned rights, title, interest, and 
benefits, and do all other such acts and things in relation thereto as Assignee, in its sole discretion, 
deems advisable. Assignors hereby authorize and request the Commissioner of Patents and 
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Trademarks of the United States and any official of any foreign country whose duty it is to issue 
patents on applications as described above to issue all Letters Patents for inventions to Assignee, it 
successors and assigns, in accordance with the terms of this agreement. 

Assignors shall execute and deliver to Assignee, from time to time after the date hereof upon 
the request of Assignee, such further conveyance instruments as may be necessary or desirable to 
evidence more fully the transfer of ownership of all the Intellectual Property to Assignee, or the 
original ownership of all the Intellectual Property on the part of Assignors, to the fullest extent 
possible. Assignors further agree to provide testimony in connection with any proceeding affecting 
the right, tide, interest, or benefit of Assignee in and to the Intellectual Property and to perform any 
other acts deemed necessary to carry out the intent of this Agreement. Assignee shall reimburse 
Assignors for any and all costs reasonably incurred by Assignors in performance under this 
paragraph. 

This Agreement shall inure to the benefit of, and be binding on, the parties hereto together 
with their respective legal representatives, successors, and assigns. 

IN WITNESS WHEREOF, the parties hereto have executed this Agreement under seal the 
day and year first above written. 



For and on behalf of 
MICHAEUA. MARTIN ELLI, PH.D. 




SWORN TO BEFORE ME 
This J> day of 

Notary Public 




For and on behalf of 

WINCHESTER DEVELOPMENT ASSOCIATES 



By: 



SWORN TO BEFORE ME 
This day of 



._, Notary Public 
MY COMMISSION EXPIRES 
JANUARY 20, 2006 



Capacity: ^Aj^O^Js^- 




Notary Public 




SWORN TO BEFORE ME 
This ^Sl^ davof\^C>e*-^^ftjr^ 



Full Name:. 

Capacity: ? \c^ \\ \(\<,r\ \ Sr\f*AttP 




Notary Public 
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hereby declare acceptance of the assigned rights as mentioned above: 
For and on behalf of 

SURGICAL NAVIG ATION TECHNOL OGIES, INC. SWORN TO BEFORE ME 

Br ^LjU tfc^ This <m day ^ ^rnnbK, 2oo^. 

Full Name: f4AMi \fi/lLL,At\ jJuAll&C T^U^tl \frX_ 

Capacity: Sg. 'bnLfcTo< , ^StAASf he.yfiJttp-rf' 
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SCHEDULE B 
Invention Disclosures Entitled: 



Navigation Catheter Based Coronary Artery Bypass; 
Self-Calibrating System for Navigating a Catheter Probe; 
Patient Shielding System for Magnetic Navigation System; 
High U-Core Ultra Small Navigated Sensor; 
Soft Tissue Morphed Display; 

Correcting Navigation Errors Due to Nearby Objects that are Electrically Conductive, 
March 20,1 999 (with input from Surgical Navigation Technologies, Inc.); 
Non-Overlapping Navigation Coil Structure, March 21, 1999 (including documents relating 
to removal of vertical end coils); 

Calculating Magnetic Field Equations with Infinite Conductive Sheet or EM Shield Method 
(O.R. table correction), March 3, 1999; 

Navigating a Ferromagnetic Electrically Conductive Tool Simultaneously with the 
Navigation of a Catheter, April 15, 1999; 

Disturbance Correction Using Known Sensor Placement - Error Elimination Technique, 
April 20, 1999; 

Disclosure 5/9/99: Correcting Navigation Errors Due to Nearby Objects that are 
Electrically Conductive - A Generalized Approach (Background - see 3/20/99 disclosure). 

Know-How Directed To: 

Product Concept Device; 
Prototype Designs: 

i) . Coils set design software and shielding technology; 

ii) . Coil driver technology; 

iii) . Pre-amplifier; 

iv) . Signal extraction. 
Navigation Software and Self Calibration; 

Fabrication Techniques and Material Suppliers/ Contractors; 
Know-how and trade secrets acquired by EMT from Intxa-Sonix, Inc. 
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